REMARKS 

Upon entry of the present amendment claims 1-15,17-23, arid 27 are pending in 
the application. Claims 1 and 18 have been amended, claim 16 canceled, and new 
claim 27 added. 

1 Amendment s to the Claims 

v Mi \ x - ?C"* N , 

Claim 18 has been amended to correct a typographical error, 
^ a a , N n h - to dam 1 and new claim 27 find support in the examples, 
particularly in Example 1 wherein the preparation of the - oiog i « a 

VN * not' amoved from the rheoLa n ^« :hc tormation 

5 *s L ee i nt oduced by these amendments. 

2» Rejection of claims 1 -23 under nonstatutory obvlousness»tvpe double 
BatenUng as being unpatentable over claims 1-17 oiU J$. Patent No, 
7,3*9.04:; to Rockrath et a> M hereafter "Rockrath", fn view of U.S. Pmnt No, 
$,084,071 to Scianqote. hereafter "Sciangola". 

in making the rejection the Examiner has asserted that it would have been 
hvk.ua a; uaiyst of Sciangola in the reactions of Rockrath to obtain the 
eoiog it aid o N > g claims. Applicants respectfully disagree. 

Rockrath teaches a process for preparing a thixotropic agent comprising urea 
' x \c prsmarv and/or secondary amine and/or water with at 
i ! < liquid orqanic mcd urn on«» an in et cr 
a com c ang a least one functional group having at least one bond which 

r x on (Rockrath, abstract.) 

Sciangola teaches a composition comprising an isocyanate-reactive compound 
a d a x ta N n a" asmtth carboxyiate and a zirconium earboxyiate, wherein 
> es x . o sufficient tc atah - - ad I the isocyanai 

reactive compound and a poiyisocyanate (Sciangola, abstract) Sciangola states that 
"the use of a zirconium earboxyiate in conjunction with a bismuth earboxyiate provides a 
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catalyst for the cure of a composition comprising a polyisocyanate and an isocyanate- 
reacilve compound'- {Sciangoia, col.1, lines 57-61). 

mfs assert that the language of the pen < - c >tallov\ 
for them , r ascribed by Sciangoia. 

it is weil understood that the claims must fee interpreted m isght of the 
specification, in this case. Applicants' Specification makes it clear that the term 
'organobismuth catalyst' relates to organofeismuth compounds only - not to 
^ N ^ N ^ - "it'i compote < 

In contrast Sciangoia does not teach a catalyst consisting of an , >b!srnt 
compound only. Rather, Sciangoia also requires the presence of a zirconium 
carboxylate. 

^ \ xoolicants respectfully assert that the combination of Rockrath and 
Kit te ;h >e instantly ciaimed rhec , 
Secondly, Applicants assert that Sciangoia and Rockrath cannot be combined. 
Sciangoia discloses a catalyst that results in the cure of the composition. 
Rockrath Is directed to a ihixotropic agent. If the catalyst of Sciangoia were used in the 
compositions of Rockrath the intent of Rockrath would be destroyed as It difficult to 
imagine how a fully cured composition couid be used as a Ihixotropic agent. The courts 
have held thai f the p oposed moo ♦ cation would render the prior art invention being 
modified unsatisfactorily for its intended purpose, then there is no suggestion or 
" v . ,v l- cosed modification, in re Gordon 733 F. 2d uO 21 US PQ 

- Ih* courts have also held that '[IF the proposed modification or 
hlnatio - 3 would change the principle of operation! of the prior art 

v " N i odified, then the teachings of the references are not sufficient to 
render the claims prima facie obvious.'" in re RattiUQ F. 2d 810, 123 USPQ 349 
(CCRA 1859). 

For at least these reasons, Applicants assert that the inventions of independent 
lairns r * I those of the pending de i nt lims e n< iob ous n 

view of Rookrarh and Sciangoia. 
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3, R? i s : f cla ims 1-22 under no nstatutory obviousness-type double 
l2il§MllHias.Mina unpatentable over claims 1-1? offiockt3th,etal, 

- k r es that the thixotropic agent is prepare* • e i > - e< ctsng i least k 

organic , " , x < column 4, lines 54-57.) Rockrath teaches that the 

N * * * v t ^ „\ :* s v option comprises the urea crystals in an amount, based N 

the thixotropic agent, of from 0.1 to 10, more preferably from 0.2 to 9. with particular 

preference from 0.3 to 8, with very particular preference from 0.4 to 7, and in particular 

* err 7 5 to 8* s by weig n rth column 4, lines 47-53, examples, claim 1 1 ,} 

olcgica 3id of Independent claims 1 ana : i vie* 

of Rockrath. In particular, Rockrath fails to disclose all of the required limitations of the 

claimed inventions. 

First, the urea derivative as required by amended claim 1 Is present in the 

rheoiogleai aid In an amount of more than 10% by weight. Rockrath does not teach or 

suggest this limitation. For an obviousness rejection to be proper, the Examiner must 

meet the burden of establishing a prima facie case of obviousness. in re Fine, 5 

U.S.P,Q.2d 1598, 1598 (Fed. Cir. 1988). 

Second, the theological aid of amended claim 1 must comprise a bismuth 

compound. Rock s foes >ot teach or suggest this limitation. 

> a facie case of obviousness requ , * 

invention be disclosed in the prior art. in Re Wilson, 165 U.SP.Q. 494, 498 (C.C.P.A. 

19/0} This standard is not met by Rockrath. Accordingly,. Applicants respectfully 

m ^ N _ i sew of Rockrath x . - - 1 

vo« ~v N * s N * r m omndoae- ovr c'div^ 1 w rvmwa m 
jspectl 

4 > Rejection of claims 1-22 under 35 U.S.C. §102{b) as being anticipated by or, 
1 ! alive, imd&r 35 U.S.C. §1 03(a) as being unpatentable over 
PE1 00421 52 as translated. by U.S. Patent Ho, 7,019,942 to RSckrath et at, 
ckrath". 



(Prat - : - - x x s vSC 



R>iask5L - ^ 35 xi S C §■ 

: t mnd reacted under 35 U.S.C, § 

Applicants respectfully assert that the pending claims are not anticipated by 
Rockraih I < < ) does not teach each and every element o? independent 

claim 1. To anticipate a claim under 35 U.S.C. § 102, a single source must cer;taln 
of the elements of the claim. Lewmar Marine Inc. v. Barient, inc., 827 F.2d 744, 747, 3 
U.SP.Q.2C 1766, 1768 (Fed, Cir. 1987), cert denied, 484 U.S. 1007 (1988). 

Rockrath teaches that the thixoiropic agent of th< ; inven 
crystals In an amount, based on the thlxotropic agent, of from 0.1 to 10, more preferably 
from 0.2 to 9, with particular preference from 0.3 to 8, with very particular preference 
from 0.4 to 7, and in particular from 0.5 to 6% by weight (Rockrath, column 4, lines 47- 
53, examples, claim 1 1 .) 

Applicants' rheoiogical aid of amended claim 1 requires the urea derivative he 
present In an amount of more than 10% by weight. Rockrath does not leach or suggest 
this limitation. 

x *vological aid of amended claim 1 must also comprise a bismuth 
compound. Rockrath does not teach or suggest this limitation. 

Thus, Applicants respectfully submit that claims 1-22 are not anticipated by 
Rockrath because Rockrath does not teach each and every element o \ p lent 
claim 1, In particular, the amount of urea derivative in the rheoiogical aid. Withdrawal of 
j sted 

Regarding the rejection unde r 3 5 U.S.C. §l03= J a ■ 

Claims 1-22 stand rejected under 35 U.S.C. § 103(a) as allegedly obvious over 

traverse this rejection, 
For an obviousness rejection to be proper, the Examiner must meet the burden 
of establishing a prima facie case of obviousness, in re Fine, 5 U.S.P.Q.2d 1536, 1598 
Fed C i N 588 stab shlng a prima facie case of obviousness , 
ejem lis c t > tson be disclosed In the prior art in Re Wilson 1 05 S.P.Q 494 
498 (C.C.PA 1970). 
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As discussed above, Rockrath does not disclose a!! tne eien e ,s | a; e td < 
claim 1. Thus, Applicants respectfully assert that the present claims 1-22 are not 
obvious o i A; rthdrawa >f the rej« 

S. Rj*i§. aasms 1-23 under 35 U.S.C. §103fa) as being unpatentable 

- a*» !^r>idted by J S Patent No 
aL. hereafter "Rockrath" in view of U.S. Patent N o S.064.8 1 

Claims 1-23 stand rejected under 35 U.S.C. €h < a a- * a ^ ^ ,\ ^ a * 
of'Sclangola Applicants respectfully traverse his re 

Rockrath and Scsangoia have been described abc^< 
assed that la ss 1 - N o are nonobvious over Rockrath arc Sc. - the 

reasons presented above in Section 2. Withdrawal of the rejection is respectfully 
requested. 
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CONCLUSION 



s enl e eaomg ^"na^ A Notice of Allowance is respectfully 

requested. As always, the Examiner is encouraged to contact ib< 
v'vp* ^ ^ > ^ <i on would be helpful. 



/MaryEGoiota/ 

Mary E. Golota 
Registra 
Cantor Coij 
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